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DETAILED ACTION 

1 . Application number 1 0/565422 for "Surge Protector" filed on 1 1/30/2006 has 
been examined. 

Election/Restrictions 

2. Restriction to one of the following inventions is required under 35 USC 121 : 

a. Claims 1-6, drawn to a surge protector, classified in class 361, subclass 120. 

b. Claims 7-1 1 , drawn to method of forming a surge protector, classified in 
class 337, subclass 18 and 20. 

3. The inventions are distinct, each from the other because of the following reasons: 

4. Inventions a, and b are related as product and process of making the product: 
the inventions can be shown to be distinct if either or both of the following can be 
shown: (1) the process of making the product as claimed can be practiced with another 
materially different product or (2) the product as claimed can be used in a materially 
different process of making that product. See MPEP 806.05 (h). In the instant case of 
invention a, and b, the invention a (surge protector) can be made using a substantially 
different heating process. 

5. Because these inventions are independent or distinct for the reasons given 
above and there would be a serious burden on the examiner if restriction is not required 
because the inventions require a different field of search (see MPEP 808.02), restriction 
for examination purposes as indicated is proper. 
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6. The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product and the product claims are 
subsequently found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder. 
All claims directed to a nonelected process invention must require all the limitations of 
an allowable product claim for that process invention to be rejoined. 

7. In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1 .104. Thus, 
to be allowable, the rejoined claims must meet all criteria for patentability including the 
requirement of 35 USC 1 01 , 1 02, 1 03 and 11 2. Until all claims to the elected product 
are found allowable, an otherwise proper restriction requirement between product 
claims and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowable product claim will not be rejoined. See 
MPEP 821 .04(b). Additionally, in order to retain the right to rejoinder in accordance with 
the above policy, applicant is advised that the process claims should be amended 
during prosecution to require the limitations of the product claims. Failure to do so may 
result in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 USC 121 does not apply where the restriction requirement is 
withdrawn by the examiner before the patent issues. See MPEP 804.01 . 

8. Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a species to be examined even though the requirement may be 
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traversed (37 CFR 1 .143) and (ii) identification of the claims encompassing the elected 
species, including any claims subsequently added. An argument that a claim is 
allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

9. The election of the species may be made with or without traverse. To preserve a 
right to petition, the election must be made with traverse. If the reply does not distinctly 
and specifically point out supposed error in the election of species requirement, the 
election shall be treated as an election without traverse. Traversal must be presented 
at the time of election in order to be considered timely. Failure to timely traverse the 
requirement will result in the loss of right to petition under 37 CFR 1 .144. If claims are 
added after election, applicant must indicate which of these claims are readable on the 
elected species. 

1 0. Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the species unpatentable over the 
prior art, the evidence or admission may be used in a rejection under 35 U.S.C 103(a) 
or the other species. 

1 1 . Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which depend from or otherwise require all the limitations 
of an allowable generic claim as provided by 37 CFR 1 .141 . 
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12. During a telephone conversation with Louis J. DelJuidice on April 24, 2008 a 
provisional election was made without traverse to prosecute the invention of a, claims 
1-6. Affirmation of this election must be made by applicant in replying to this Office 
action. Claims 7-1 1 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Claim Objections 

1 3. Claim 2, it is not clear what is meant by "blazing". The term "blazing" is not clear 
because it is not engineering term. Normally blazing stand for heating to high 
temperature. For purpose of examination, the examiner interprets as "heating to high 
temperature". 

14. Claims 4 and 6, please change "Cr" in line 2 to "Chromium". 

Claim Rejections - 35 USC § 103 

1 5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. Claims 1, 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overTanaka et al. (US 5,506,071 "Tanaka"). 

17. In re claim 1, Tanaka discloses sealing electrode and surge absorber using the 
same; the apparatus comprising: an insulating member (13b) having a conductive film 
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(13a) divided by a discharge gap (13c) interposed therebetween; a pair of main discharge 
electrode members (1 1 and 12) opposite to each other; an insulating tube (10) fitted to the 
pair of main discharge electrode members opposite to each other to seal both the 
insulating member and a sealing gas (14) inside thereof; and oxide films (11c) formed on 
main discharge surfaces of the pair of main discharge electrode members by performing 
an oxidation treatment (col. 5, lines 17-25; and see fig. 1). 

18. Tanaka discloses the claimed invention except for the main discharge electrode 
members contacting the conductive film. Tanaka rather discloses a cap electrode is being 
disposed in between the main discharge electrode members and the conductive film. It 
would have been obvious to one of ordinary skill in the art at the time of the invention was 
made to eliminate the cap electrode, since it has been held that omission of an element 
and its function in a combination where the remaining elements perform the same function 
as before involves only routine skill in the art. In re Karlson, 136 USPQ 184. 

1 9. In re claim 3, although Tanaka does not explicitly disclose each of the oxide films 
has an average thickness in the range of 0.01 to 2.0 micron, this is viewed to be optimum 
value, which is dependent upon the operating condition and design requirement. It would 
have been obvious to one of ordinary skill in the art at the time of the invention was made 
to modify the device of Tanaka by setting oxide film thickness to some specific value, 
since when the general conditions of a claim are disclosed in the prior art, it is not 
inventive to discover the optimum or workable ranges by routine experimentation. See In 
reAller, 220, F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 
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20. In re claim 4, Tanaka discloses that the main discharge electrode members contain 
Chromium enriched on the surface of the oxide films (col. 5, line 66 - col. 6, line 5). 

21 . Claims 2, 5 and 6 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Tanaka in view of Shigemori etal. (US 4,410,831 "Shigemori"). 

22. In re claim 2, Tanaka discloses sealing electrode and surge absorber using the 
same; the apparatus comprising: a column-shaped (col. 3, lines 64-65) insulating 
member (1 3b) having a conductive film (1 3a) divided by a discharge gap (1 3c) 
interposed in an intermediate of a peripheral surface; a pair of main discharge electrode 
members (11 and 12) opposite to each other on both ends of the insulating member; an 
insulating tube (10) fitted to the pair of main discharge electrode members opposite to 
each other to seal both the insulating member and a sealing gas (14) inside thereof, 
wherein the main discharge electrode members comprise (see reproduced figure below): 
peripheral portions attached to the insulating tube by heating to high temperature with 
filler metal (col. 5, lines 17-25); protrusive supporting portions protruding toward an inside 
and an axial direction of the insulating tube and supporting the insulating member in the 
radial inner surface thereof; and oxide film (11c) formed on main discharge surfaces of 
the protrusive supporting portions of the pair of main discharge electrode members 
opposite to each other, by performing an oxidation treatment (col. 5, lines 17-25). 

23. Tanaka discloses the claimed invention except for the main discharge electrode 
members contacting the conductive film. Tanaka rather discloses a cap electrode is 
being disposed in between the main discharge electrode members and the conductive 
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film. It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to eliminate the cap electrode, since it has been held that omission 
of an element and its function in a combination where the remaining elements perform 
the same function as before involves only routine skill in the art. In re Karlson, 136 
USPQ 184. 

24. Tanaka does not explicitly disclose the peripheral portions attached to end faces 
of the insulating tube. In the same field of endeavor, Shigemori discloses peripheral 
portions of discharge electrode members attached to end faces of an insulating tube (1) 
(see fig. 1 ). It would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to modify the device of Tanaka and employ the peripheral 
portions of the discharge electrode members attached to end faces of the insulating 
tube, as taught by Shigemori, in order to keep the insulating tube in place. 
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25. In re claim 5, although Tanaka does not explicitly disclose each of the oxide films 
has an average thickness in the range of 0.01 to 2.0 micron, this is viewed to be optimum 
value, which is dependent upon the operating condition and design requirement. It would 
have been obvious to one of ordinary skill in the art at the time of the invention was made 
to modify the device of Tanaka by setting oxide film thickness to some specific value, 
since when the general conditions of a claim are disclosed in the prior art, it is not 
inventive to discover the optimum or workable ranges by routine experimentation. See In 
reAller, 220, F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

26. In re claim 6, Tanaka discloses that the main discharge electrode members contain 
Chromium enriched on the surface of the oxide films (col. 5, line 66 - col. 6, line 5). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TIEN MAI whose telephone number is (571 )270-1 277. 
The examiner can normally be reached on M-Th: 7:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Sherry can be reached on 571-272-2084. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

/Michael J Sherry/ 

Supervisory Patent Examiner, Art Unit 2836 
/Tien Mai/ 

Examiner, Art Unit 2836 



